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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
eamed patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )^ Responsive to communication(s) filed on 25 August 201 0 . 
2a )^ This action is FINAL. 2b)n This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Clalm(s) 1^ is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) |EI Claim(s) 1^ is/are rejected. 
/)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)^ The drawing(s) filed on 15 September 2006 is/are: a)^ accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)n All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attach ment(s) 

1 ) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO/SB/08) 5) □ Notice of Informal Patent Application 

Paper No(s)/Mail Date . 6) □ Other: . 

'TOL-326 (Rev. 08-06) Office Action Summary Part of Paper No./Mail Date 20101025 
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DETAILED ACTION 

1. The Amendment filed 25 August 2010 has been entered. Claims 1-6 are 
pending in the application. The previous objections to the drawings are withdrawn in 
light of Applicant's amendments to the specification. Response to applicant's 
arguments can be found at the end of this office action. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
mailing and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to mal<e and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

3. Claims 1-6 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described In the specification in such a way as to reasonably convey to 
one skilled In the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. 

Regarding claim 1, the initial disclosure of the application does not show or 
describe the medical filter also comprising means for capture and removal via a catheter 
after the medical filter becomes endothelialized. Paragraph 0044 of the specification of 
the instant application states that it is preferred to leave the filter in a blood vessel once 
the filter has been endothelialized. Paragraph 0044 also states that the structure of the 
struts of the filter may tend to extend the period of time for incorporation or 
endothelial ization to allow for more time for retrieval of the filter, but does not disclose 
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the filter being retrieved after endothelialization. Claims 2-6 are rejected as being 
dependent upon rejected claim 1 . 



Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 1-6 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Forber (US Patent Application Publication Number 2003/0023265) in view of Boyle et al 
(US Patent Application Publication Number 2003/0120303) and Russell (US Patent 
Application Publication Number 2003/0130680). 

Forber discloses a medical filter for therapeutic treatment of a patient 
substantially as claimed, including more than on pair of ribs extending between first and 
second ends wherein in an expanded, deployed shape, the ribs follow an undulating 
path such that a first portion (L3) of each pair of ribs extends substantially adjacent to 
each other for a distance from the first end, and a second portion of each pair of ribs 
extends substantially adjacent to each other for a distance from the second end (in that 
the ribs converge to become adjacent at the second end), and an intermediate portion 
(LI ) of each one of a pair of ribs tends to curve away from each other (see at least 
figure 2), except for the medical filter being formed from a single thin walled tube. Boyle 
et al teach providing a single thin walled tubular member, such as a nickel-titanium 
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hypotube, defining a longitudinal axis and having a first and second end, laser cutting 
more than one pair of struts in the tubular form so as to create a desired pattern defining 
the struts extending between the first and second end of the filter, and treating the struts 
so that they tend to resiliency expand to from a compressed shape to an expanded 
shape (paragraphs 0051-56). It would have been obvious to a person having ordinary 
skill in the art at the time of the invention to form the device of Forber by laser cutting a 
single thin walled tubular member to create the desired strut pattern, since Boyle et al 
teach such a method as being a well known technique in the art for forming a desired 
strut pattern in self-expandable filters. 

The modified device of Forber in view of Boyle et al is not explicitly disclosed with 
filter being configured for long term implantation via complete separation from a delivery 
catheter such that the catheter may be removed and the filter including means for 
capture and removal via a catheter after a predetermined period of time. Russell 
teaches configuring a filter (10) having first and second ends with ribs extending 
therebetween to be completely separated from a delivery catheter (70) and providing 
the filter with means for capture and removal after a predetermined period of time (see 
figures 8A-9D). It would have been obvious to a person having ordinary skill in the art 
at the time of the invention to modify the device Forber in view of Boyle et al to be 
configured for complete separation from a delivery catheter and provided with means for 
capture and removal, in view of Russell, since Russell teaches that such a configuration 
minimizes possible migration of the filter during a procedure, which could result in 
damage to a blood vessel, and facilitates the completion of a clinical procedure using a 
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filter (paragrapli 0026). As the modified device of Forber in view of Boyle et al and 
Russell is configured for complete separation from a delivery catheter, the modified filter 
is capable of long-term implantation and removal after the filter becomes 
endothelial ized. 

The modified device of Forber in view of Boyle et al and Russell Is not explicitly 
disclosed with the filter being sized for use in the vena cava. However, Boyle et al 
teach configuring a filter for use in veins (paragraph 0020) and Russell teach that sizing 
and using filters in the vena cava is well known in the art to protect a patient from 
pulmonary embolism after a procedure (paragraphs 0004-0005). Therefore, It would 
have been obvious to a person having ordinary skill in the art at the time of the Invention 
to modify the device of Forber in view of Boyle et al and Russell to have the filter sized 
for use in the vena cava, in order to protect the patient from pulmonary embolism after a 
procedure. 

Regarding claim 2, Forber discloses the intermediate portion (LI) of each one of 
a pair of ribs tends to curve away from each other and touch one of another pair of ribs 
(see at least figures 1, 2, and 12). 

Regarding claim 3, Forber discloses in the expanded shape, a central portion of 
each rib tends to extend parallel to the longitudinal axis of the filter (see at least figures 
1,2, and 12). 

Regarding claim 4, Forber discloses the filter has at least three pairs of ribs (see 
at least figures 1 , 2, and 12). 
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Regarding claim 5, the modified device of Forber, Boyle et al, and Russell, is not 
explicitly disclosed with six pairs of ribs. It would have been an obvious matter of 
design choice to include additional pairs of ribs, since applicant has not disclosed that 
the number of rib pairs solves any stated problem or is for any particular purpose and it 
appears that the invention would perform equally well with three pairs of ribs. 

Regarding claim 6, Boyle et al discloses the filter being made of Nitinol 
(paragraph 56). 

Response to Arguments 

6. Applicant's arguments filed 25 August 201 0 have been fully considered but they 
are not persuasive. 

7. Regarding Applicant's argument that the prior art does not disclose or suggest a 
medical filter for implantation until it can become endothelialized and still be removed, 
the limitation "means for capture and removal via a catheter after the medical filter 
becomes endothelialized" is being treated as an functional, intended-use limitation. A 
recitation of the intended use of the claimed invention must result in a structural 
difference between the claimed invention and the prior art in order to patentably 
distinguish the claimed invention from the prior art. If the prior art structure is capable of 
performing the intended use, then it meets the claim. Further, it has been held that a 
recitation with respect to the manner in which a claimed apparatus is intended to be 
employed does not differentiate the claimed apparatus from a prior art apparatus 
satisfying the claimed structural limitations. Ex parte Masham, 2 USPQ2d 1647 (1987). 
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As the means for capture and removal in tlie modified device of Forber in view of Boyle 
et a! and Russell is capable of allowing capture and removal of the filter via a catheter 
after filter endothelialization, the limitations of the claims are met. 

Conclusion 

8. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action, in the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JONATHAN A. HOLLM whose telephone number is 
(571 ) 270-7529. The examiner can normally be reached on Monday - Friday 8:00-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Todd Manahan can be reached on (571) 272-4713. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/JAH/ 

/TODD E. MANAHAN/ 

Supervisory Patent Examiner, Art Unit 3776 



